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1 . The Examiner has reviewed the IDS filed 1/30/06. Please note that the 
document 5,356,585 is not, in fact, the Be et al. reference and as such a line has been 
drawn through this citation. 

2. To clarify the claimed invention, the Examiner makes the following points. First 
note that the claimed composition uses the term "comprising" and as such it is not 
limited to the components specifically recited in the claim. Also note that the composi- 
tion of claims 1 and 7 need not contain water, since it is possible to obtain 100 weight 
percent without there being a balance of water. 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1,2,4 and 6 are rejected under 35 U.S.C. 1 02(b) as being anticipated by 
Takamizawa et al. 

Takamizawa et al. teach a water repellent agent that contains a methylhydrogen- 
siloxane, a silanol endblocked siloxane, a resin, a surface active agent and water. See 
for instance Preparation D on column 6. This anticipates the instant claims. 

5. Claims 1,2, 4 to 8, 10 to 13 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Fisher et al. 

Fisher et al. teach an aqueous emulsion for rendering surfaces water repellent. 
Column 3 teaches the Si-H siloxane meeting (i) and claim 2. Column 3, lines 64 and 
on, teaches a silicone resin including MQ resins of claim 4. The bottom of column 4 
through column 5 teaches the addition of a silanol functional aminosiloxane that meets 
(ii). Please note the top of column 7 which teaches amounts of each ingredient that fall 
within the instant claims. This includes an additive meeting (v) in claim 7. See also 
column 7, lines 51 and 52, which meet the particle size requirement of claim 1 3. 
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6. Claims 1 to 12 are rejected under 35 U.S.C. 102(b) as being anticipated by Berg 
etal. 

Berg et al. teach a shelf stable emulsion composition. See for instance Example 
10 which shows an emulsion containing a silanol terminated siloxane, water, a methyl- 
hydrogen siloxane copolymer and a surface active agent. Column 31 , lines 38 and on, 
teach the addition of a silsesquioxane resin. See also claim 3 which teaches the addi- 
tion of an MQ resin. In this manner Berg et al. anticipate each of the required compon- 
ents. Column 32, lines 11 to 1 5, teaches the necessary additives of claim 7. Note also 
that that the emulsion in Example 10 contains an amine which column 32, line 4 and on, 
indicates is a stabilizer. 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 1 to 4, 6 to 10 and 12 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Merrifield et al. 

Merrifield et al. teach water repellent emulsion compositions that contain an Si-H 
siloxane meeting (i) and different high molecular weight silicones. As can be seen from 
column 3 and the working examples, these silicones include both silanol terminated 
siloxanes, meeting (ii), and MQ resins, meeting (iii). The emulsions also contain water 
and a surfactant (column 4, lines 5 to 23). This differs from the claims in that patentees 
do not specifically show a mixture of (ii) and (iii) as claimed. 

Please note that it is prima facie obvious to combine two compositions, each of 
which is taught by prior art to be useful for the same purpose, in order to form a third 
composition to be used for the very same purpose. The idea for combining said com- 
positions flows logically from their having been individually taught in the prior art. With 
this in mind, one having ordinary skill in the art would have found the combination of two 
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emulsions, one containing a methylhydrogensiloxane and an MQ resin and one contain- 
ing a methylhydrogensiloxane and a silanol terminated siloxane (both of which are 
found individually in Merrifield) in an effort to form a third water repellent composition 
obvious. 

For claim 7, the Examiner notes that the composition in Merrifield et al. is used to 
render wallboard water repellent. As such the addition of additives which would extend 
the life of wallboard, such as a UV light stabilizer or absorber or a mildewcide, would 
have been obvious to one having ordinary skill in the art in an effort to take advantage 
of the known benefits and properties associated therewith. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Margaret G. Moore whose telephone number is 571- 
272-1090. The examiner can normally be reached on Monday and Wednesday to 
Friday, 10am to 4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on 571-272-1078. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

/Margaret G. Moore/ 

Primary Examiner, Art Unit 1796 
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4/11/08 



